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REASONS IN SUPPORT OF APPLICANT S PRE-APPEAL 
BRIEF REQUEST FOR REVIEW 

Sir: 

This document is submitted in support of the Pre- Appeal Brief Request for Review 
filed concurrently with a Notice of Appeal in compliance with 37 C.F.R. 41.31 and with the 
rules set out in the OG of July 12, 2005 for the New Appeal Brief Conference Pilot Program, 
which was extended until further notice on January 10, 2006. 

No fee or extension of time is believed due for this request beyond those requested in 
papers associated herewith. However, if any fee or extension of time for this request is 
required, Applicant requests that this be considered a petition therefore. The Commissioner 
is hereby authorized to charge any additional fee, which may be required, or credit any 
refund, to our Deposit Account No. 50-0220. 

REMARKS 

Applicant hereby requests a Pre-Appeal Brief Review (hereinafter "Request") of the 
claims finally rejected in the Final Office Action of April 9, 2008 (hereinafter "Final 
Action"). The Request is provided herewith in accordance with the rules set out in the OG 
dated July 12, 2005. 

Claims 6-9 and 12-15 stand rejected under 35 U.S.C. §103(a) as being unpatentable 
over United States Patent Publication No. 2004/63456 to Griffin (hereinafter "Griffin") in 
view of PCT Publication No. WO 1994/1 1953 to Todter et ah (hereinafter "Todter"). See 
Final Action, page 2. Claims 10 and 16 stand rejected under 35 U.S.C. § 103(a) as being 
unpatentable over Griffin and Todter in view of United States Patent No. 5,046,103 to 
Wamaka (hereinafter "Warnaka"). See Final Action, page 4. Claims 1 1 and 17 stand 
rejected under 35 U.S.C. §103(a) as being unpatentable over Griffin in view of Todter and 
Wamaka in further view of United States Patent No. 5,251,262 to Suzuki (hereinafter 
"Suzuki"). See Final Action, page 5. Applicant respectfully submits that many of the 
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recitations of the pending claims are not met by the cited references for at least the reasons 
discussed herein and in Applicant's previously filed Request for Reconsideration of March 19 
2008. Furthermore, Applicant submits that the Office Action of December 21 , 2007 and/or , 
the Final Action have not shown that the claims are obvious in view of the cited references. 
Therefore, Applicant respectfully requests review of the present application by an appeal 
conference prior to the filing of an appeal brief. In the interest of brevity and without 
waiving the right to argue additional grounds should this Petition be denied, Applicant will 
only discuss the recitations of the independent Claims 6 and 12. 
Independent Claim 6 recites: 

A mobile terminal comprising: 
a housing; 

a microphone positioned in the housing; 

a speaker positioned in the housing remote from the microphone; and 
a multi-mode audio processor circuit configured to apply noise cancellation to 
first and second microphone inputs thereof, the first microphone input being coupled 
to the microphone and the second microphone input being coupled to the speaker, 
wherein the speaker comprises a transducer and wherein the multi-mode audio 
processor circuit is configured to transmit sound from the transducer in a first 
mode of operation and to generate a composite audio signal from sound energy 
received by the microphone and the transducer in a second mode of operation . 

Applicant submits that at least the highlighted recitations of independent Claim 6 are neither 
disclosed nor suggested by the cited combination for at least the reasons discussed herein. 

The Final Action admits that nothing in Griffin teaches the highlighted recitations of 
Claim 6. See Final Action, page 3. However, the Final Action points to Todter as providing 
the missing teachings. See Final Action, page 3. Applicant respectfully disagrees. Applicant 
respectfully submits that there is no motivation to combine Griffin and Todter as suggested in 
the Final Action for at least the reasons discussed herein. 

In particular, a patent composed of several elements is not proved obvious merely by 
demonstrating that each of its elements was, independently, known in the prior art. KSR Int'l 
Co. v. Teleflex Inc., 550 U. S. 1, 15 (2007)(emphasis added). A corollary principle is that, 
when the prior art teaches away from combining certain known elements, discovery of a 
successful means of combining them is more likely to be unobvious. Id at 12. If a technique 
has been used to improve one device, and a person of ordinary skill in the art would 
recognize that it would improve similar devices in the same way, using the technique is 
obvious unless its actual application is beyond his or her skill. Id at 13. A Court must ask 
whether the improvement is more than the predictable use of prior art elements according to 
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their established functions. Id. at 13. When it is necessary for a Court to look at 
interrelated teachings of multiple patents, the Court must determine whether there was 
an apparent reason to combine the known elements in the fashion claimed by the patent 
at issue . Id. at 14 (emphasis added). 
The Final Action states: 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to combine the teachings of Todter with Griffin's device to 
implement active noise attenuation systems without the need to use a microphone . 

See Final Action, page 3 (emphasis added). Griffin discusses first 12 and second 
communication modules 14 configured to communicate so as to allow, for example, hands- 
free operation of one of the communication modules. See Griffin, Abstract and paragraph 27. 
Figure 4 of Griffin illustrates a communication module configured to be received in a user's 
ear for hands-free operation of a second communication module. See Griffin, paragraph 32. 
As discussed in Griffin, the second communication module 14 may include a microphone 
14d, a speaker 14a and "preferably includes a noise cancellation circuit with a background 
noise microphone 48." See Griffin, paragraphs 32-33. The noise cancellation circuit may be 
included because, as discussed in Griffin, the microphone 14d may pick up more than the 
user's voice, thus, the noise cancellation circuit to filter out background noise, i.e., noise other 
than the user's voice. 

Todter discusses an active noise cancellation system as stated in the title. In 
particular, as discussed in Todter, a bilateral transducer is provided that both senses ambient 
noise and produces acoustic noise. See Todter, Abstract. Thus, the bilateral transducer 
taught by Todter replaces the microphone and the speaker provided in conventional noise 
cancellation systems. See Todter Abstract. 

Applicant respectfully submits that there is no motivation to combine the 
communication device of Griffin with the active noise cancellation system of Todter. The 
reasoning provided in the Final Action is based on hindsight in view of Applicant's 
disclosure. As discussed above, a patent composed of several elements is not proven obvious 
merely by demonstrating that each of its elements was, independently, known in the prior art. 
There must be an apparent reason to combine the known elements in the fashion claimed. As 
discussed above, Griffin already teaches a noise cancellation filter in the second 
communication device and, thus, one of skill in the art would have no reason to look for the 
system provided in Todter. Accordingly, nothing in the Final Action or the cited art would 
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motivate a person of skill in the art to combine the cited references without using Applicant's 
disclosure as a road map. For at least these reasons, Applicant respectfully submits that 
independent Claim 6 and the claims that depend therefrom are patentable over the cited 
combination. 

Furthermore, even if combined, as discussed above, Todter teaches replacing the 
speaker and the microphone with the bilateral transducer. If the microphone 14d and the 
speaker 14a of Griffin were replaced with the bilateral transducer of Todter, the combination 
would not teach a microphone positioned in the housing; a speaker positioned in the housing 
remote from the microphone; and a multi-mode audio processor circuit as recited in Claim 6. 
Accordingly, Applicant respectfully submits that independent Claim 6 and the claims that 
depend therefrom are patentable over the cited combination for at least these additional 
reasons. 

Responsive to Applicant's arguments, the Final Action states: 

. . .The examiner respectfully disagrees since one ordinary skill in the art 
wopld look for improvement of noise cancellation or control system that only utilize 
one bilateral transducer/speaker and corresponding circuit in stead of one speaker and 
one noise microphone in which would require more occupied space in a limited hands 
free earphone and increase the cost. . . 

See Final Action, page 2 (emphasis in original). Applicant respectfully submits that the 
Examiner cannot justify combination of references based on unsupported speculation about 
what one of skill in the art would "look for." Furthermore, as discussed above, even if 
combined, the combination of Todter and Griffin does not disclose or suggest the recitations 
of Claim 6 set out above. Accordingly, Applicant respectfully submits that independent 
Claim 6 and the claims that depend therefrom are patentable over the cited combination for at 
least these additional reasons. 

Furthermore, independent Claim 12 recites: 

A mobile terminal comprising a multi-mode audio processor circuit 
operatively associated with a transducer, the multi-mode audio processor circuit 
being configured to operate the transducer as a speaker during a first mode of 
operation and a microphone during a second mode of operation . 

Applicant respectfully submits that at least the highlighted recitations of Claim 12 are neither 
disclosed nor suggested by the cited combination for at least the reasons discussed herein. 
The Final Action points to the same portions of the references cited as teaching the recitations 
of Claim 6 as teaching the recitations of Claim 12. See Final Action, page 3. Thus, 
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Applicant submits that independent Claim 12 and the claims that depend therefrom are 
patentable over the cited combination for at least the reasons discussed above with respect to 



Accordingly, for at least these reasons, Applicant respectfully submits that the Office 
Actions fail to show that the claims of the present application are obvious in view of the cited 
references and, therefore, requests that the present application be reviewed and that the 
rejections be reversed by the appeal conference prior to the filing of an appeal brief. 
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